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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1. Claims 1,2, 11, 12, 13, 14, 16, 26, 35 and 44 are rejected under 35 U.S.C. 

1 03(a) as being unpatentable over Kunita (US 6391 51 9). 

Regarding claim 1, Kunita discloses "a polymer comprising a phenolic 

monomeric unit (polymer ll-(1)) wherein the H atom of the hydroxy group of the phenolic 

monomeric unit is replaced by a group Q (the group -X-Y'-Z'; see column 5 lines 49-52, 

column 31, lines 46-50 and 57-65; column 32 lines 1-24 and especially line 22 reciting 

the selection of an imide, which inherently includes N-imides) wherein L is a linking 

group (component X), wherein k is 0 or 1, wherein L is covalently bound to the O atom 

of the polymer when k is 1, or wherein the N atom of the imide group is covalently 

bound to the O atom of the polymer when k is 0 (see the structure of ll-(1)), wherein X 

or Y are independently selected from O or S (when choosing an imide, X and Y are 

selected to be O), and wherein T 1 and T 2 represent a terminal group (when choosing an 

imide, T 1 and T 2 are inherently present, no matter which imide one chooses or which Z 

(column 32, lines 55-67) one chooses)." 
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Kunita fails to disclose that the group Q is an N-imide and has the structure 

jU 

<L) r N 

Y 

However, it is noted that in the specific embodiment of KUnita cited here that a 
monovalent linking group Y' is not preferred (column 31, lines 58-60). However, the 
groups Y' are selected because they are "known to cause a strong interaction with a 
phenolic hydroxyl group (column 31 , lines 60-64)." Further, in the first embodiment 
disclosed by Kunita, the groups from which Y are chosen include monovalent linking 
groups, such as monovalent imides and, generically, any monovalent nitrogen 
compound (see the list of structures drawn on column 6 for Y 1 ). Kunita chooses these 
compounds specifically because of the strong interaction with the phenolic hydroxyl 
group (column 30, lines 13-18), which is the same reasoning for choosing those 
structures listed for Y 1 . Using these compounds/structures results in a film with a high 
density and an improved image recording material (column 30, lines 18-27). Since X 
may include a phenolic hydroxyl group (column 6, lines 1-10), at the time of the 
invention, it would have been obvious to one having ordinary skill in the art to use an N- 
imide (a sub-genus of both the parent genera 'imide' and 'monovalent nitrogen 
compounds', which one having ordinary skill in the art could at once envisage) as the 
group Y' in the second embodiment (ll-(1)) of Kunita in order to achieve a film with a 
high density. 
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An alternative motivation to combine the embodiments of Kunita will be outlined 
here. The specific functional group for the second embodiment of Kunita (X-Y'-Z') is 
chosen because it exhibits a strong interaction to create a hydrogen bond with an 
adjacent phenolic hydroxyl group in the polymer (column 39, lines 12-15) in order to 
create a film with a high density (column 39, lines 19-20). It is an inherent property of 
monovalent nitrogen that it will create hydrogen bonds with nearby hydroxyl groups. 
Therefore, at the time of the invention, it would have been obvious to one having 
ordinary skill in the art to use an N-imide (a sub-genus of both the parent genera 'imide' 
and 'monovalent nitrogen compounds', which one having ordinary skill in the art could at 
once envisage) as the group Y' in the second embodiment (ll-(1)) of Kunita in order to 
achieve a film with a high density. 

Regarding claim 2, Kunita further discloses "wherein the terminal groups T 1 and 
T 2 are independently selected from an optionally substituted alkyl, alkenyl, alkynyl, 
cycloalkyl, heterocyclic, aryl, heteroaryl, aralkyl or heteroaralkyl group (choosing an 
imide as the component Y' and any selection allowed by Kunita for Z' will result in the 
terminal groups meeting this limitation inherently. Specifically, with an N-imide as Y', 
and a methyl group as Z'), or wherein T 1 and T 2 together with the N-imide group 
represent the necessary atoms to form a cyclic structure, or wherein T 1 and T 2 
represent the following structures -L 1 -R 1 and -L 2 -R 2 , wherein L 1 and L 2 represent 
independently a linking group, wherein R 1 and R 2 are independently selected from 
hydrogen, an optionally substituted alkyl, alkenyl, alkynyl, cycloalkyl, heterocyclic, aryl, 
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heteroaryl, aralkyl or heteroaralkyl group, halogen, -CN, or ~N0 2 , or therein two groups 
selected from each L 1 , L 2 , R 1 and R 2 together represent the necessary atoms to form a 
cyclic structure." 

Regarding claim 11, Kunita further discloses "wherein said polymer comprising a 
phenolic monomeric unit is a novolac, resol or polyvinylphenol (column 5, lines 1-12, 
column 30 lines 50-52 and column 68 lines 40-45)." 

Regarding claim 12, Kunita discloses "a heat-sensitive lithographic printing plate 
precursor (column 3, lines 41-45) comprising a support having a hydrophilic surface and 
an oleophilic coating provided on the hydrophilic surface (column 4 lines 41-45 and 
column 56, lines 17-18), said coating comprising an infrared light absorbing agent 
(column 4, lines 37-41) and a polymer comprising a phenolic monomeric unit (polymer 
ll-(1)) wherein the H atom of the hydroxy group of the phenolic monomeric unit is 
replaced by a group Q (the group -X-Y'-Z'; see column 5 lines 49-52, column 31, lines 
46-50 and 57-65; column 32 lines 1-24 and especially line 22 reciting the selection of an 
imide, which inherently includes N-imides) wherein L is a linking group (component X), 
wherein k is 0 or 1 , wherein L is covalently bound to the O atom of the polymer when k 
is 1 , or wherein the N atom of the N-imide group is covalently bound to the O atom of 
the polymer when k is 0 (see the structure of ll-(1)), wherein X or Y are independently 
selected from O or S (when choosing an imide, X and Y are selected to be O), and 
wherein T 1 and T 2 represent a terminal group (when choosing an imide, T 1 and T 2 are 
inherently present, no matter which imide one chooses or which T (column 32, lines 55- 
67) one chooses)." 
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Kunita fails to disclose that the group Q is an N-imide and has the structure 

<L>-N 

Y 

However, it is noted that in the specific embodiment of Kunita cited here that a 
monovalent linking group Y' is not preferred (column 31 , lines 58-60). However, the 
groups Y' are selected because they are "known to cause a strong interaction with a 
phenolic hydroxyl group (column 31, lines 60-64)." Further, in the first embodiment 
disclosed by Kunita, the groups from which Y are chosen include monovalent linking 
groups, such as monovalent imides and, generically, any monovalent nitrogen 
compound (see the list of structures drawn on column 6 for Y 1 ). Kunita chooses these 
compounds specifically because of the strong interaction with the phenolic hydroxyl 
group (column 30, lines 13-18), which is the same reasoning for choosing those 
structures listed for Y 1 . Using these compounds/structures results in a film with a high 
density and an improved image recording material (column 30, lines 18-27). Since X 
may include a phenolic hydroxyl group (column 6, lines 1-10), at the time of the 
invention, it would have been obvious to one having ordinary skill in the art to use an N- 
imide (a sub-genus of both the parent genera 'imide' and 'monovalent nitrogen 
compounds', which one having ordinary skill in the art could at once envisage) as the 
group Y' in the second embodiment (ll-(1)) of Kunita in order to achieve a film with a 
high density. 
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An alternative motivation to combine the embodiments of Kunita will be outlined 
here. The specific functional group for the second embodiment of Kunita (X-Y'-Z') is 
chosen because it exhibits a strong interaction to create a hydrogen bond with an 
adjacent phenolic hydroxyl group in the polymer (column 39, lines 12-15) in order to 
create a film with a high density (column 39, lines 19-20). It is an inherent property of 
monovalent nitrogen that it will create hydrogen bonds with nearby hydroxyl groups. 
Therefore, at the time of the invention, it would have been obvious to one having 
ordinary skill in the art to use an N-imide (a sub-genus of both the parent genera 'imide' 
and 'monovalent nitrogen compounds', which one having ordinary skill in the art could at 
once envisage) as the group Y' in the second embodiment (ll-(1)) of Kunita in order to 
achieve a film with a high density. 

Regarding claim 13, Kunita further discloses "wherein said coating further 
comprises a dissolution inhibitor and wherein said precursor is a positive working 
lithographic printing plate precursor (column 4, lines 52-56 and column 47, lines 47-67)." 

Regarding claim 14, Kunita further disclose "wherein said dissolution inhibitor is 
selected from the group consisting of 

an organic compound which comprises at least one aromatic group and a 
hydrogen bonding site (column 47, lines 59-61), 

a polymer or surfactant comprising siloxane or perfluoroalkyl units, and mixtures 
thereof." 
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Regarding claim 16, Kunita further discloses "wherein said coating further 
comprises a latent Bronsted acid and an acid-crosslinkable compound and wherein said 
precursor is a negative working lithographic printing plate precursor (column 4, lines 46- 
51)." 

Regarding claim 26, Kunita further discloses "wherein the terminal groups T 1 and 
T 2 are independently selected from an optionally substituted alkyl, alkenyl, alkynyl, 
cycloalkyl, heterocyclic, aryl, heteroaryl, aralkyl or heteroaralkyl group (choosing an 
imide as the component Y' and any selection allowed by Kunita for Z will result in the 
terminal groups meeting this limitation inherently. Specifically, with an N-imide as Y\ 
and a methyl group as Z'), or wherein T 1 and T 2 together with the N-imide group 
represent the necessary atoms to form a cyclic structure, or wherein T 1 and T 2 
represent the following structures -L 1 -R 1 and -L 2 -R 2 , wherein L 1 and L 2 represent 
independently a linking group, wherein R 1 and R 2 are independently selected from 
hydrogen, an optionally substituted alkyl, alkenyl, alkynyl, cycloalkyl, heterocyclic, aryl, 
heteroaryl, aralkyl or heteroaralkyl group, halogen, ~CN, or ~N0 2 , or therein two groups 
selected from each L 1 , L 2 , R 1 and R 2 together represent the necessary atoms to form a 
cyclic structure." 

Regarding claim 35, Kunita further discloses "wherein said coating further 
comprises a dissolution inhibitor and wherein said precursor is a positive working 
lithographic printing plate precursor (column 4, lines 52-56 and column 47, lines 47-67)." 

Regarding claim 44, Kunita further discloses "wherein said coating further 
comprises a latent Bronsted acid and an acid-crosslinkable compound and wherein said 
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precursor is a negative working lithographic printing plate precursor (column 4, lines 46- 
51)." 

2. Claims 5, 20, 29, 38 and 47 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kunita as applied to claims 1 , 2 and 12 above, further in view of 
Denzinger et al. (US 6190825). 

Regarding claims 5, 20 and 29 Kunita discloses all that is claimed, but fail to 
disclose that "the N-imide group Q has the following formula 



wherein G.sup.6 is a group selected from O, S, NR 11 or CR 12 R 13 , wherein m is o 
or 1, wherein R 12 to R 15 are independently selected from hydrogen, an optionally 
substituted alkyl, alkenyl, alkynyl, cycloalkyl, heterocyclic, aryl, heteroaryl, aralkyl or 
heteroaralkyl group or-L 5 -R 16 , wherein L 5 is a linking group, wherein R 11 and R 16 are 
independently selected from hydrogen or an optionally substituted alkyl, alkenyl, alkynyl, 
cycloalkyl, heterocyclic, aryl, heteroaryl, aralkyl or heteroaralkyl group, or wherein two 
groups selected from each R 11 , R 12 , R 13 , R 14 , R 15 , R 16 and L5 together represent the 
necessary atoms to form a cyclic structure." 

However, as discussed above in the rejection of claims 1, 2 and 12, respectively, 
an N-imide group is chosen, but a specific imide is not. Denzinger et al. teach using 
phthalimides in polymers for lithographic printing plate precursors in order to improve 
the run length and chemical resistance of the plate (abstract; column 6, lines 3-34). 
Therefore, at the time of the invention, it would have been obvious to one having 




Y 
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ordinary skill in the art to use a phthalimide as the imide group in the modified 
embodiment of Kunita in order to improve the run length and chemical resistance of the 
plate. It is noted that when using a phthalimide, the above limitations are met as 
outlined here: m=0, X and Y are O, and R 14 and R 15 form an aromatic 6-membered 
ring. 

Regarding claim 38, Kunita further discloses "wherein said coating further 
comprises a dissolution inhibitor and wherein said precursor is a positive working 
lithographic printing plate precursor (column 4, lines 52-56 and column 47, lines 47-67)." 

Regarding claim 47, Kunita further discloses "wherein said coating further 
comprises a latent Bronsted acid and an acid-crosslinkable compound and wherein said 
precursor is a negative working lithographic printing plate precursor (column 4, lines 46- 
51)." 

Response to Arguments 

3. Applicants' arguments filed 12/21/07 have been fully considered but they are not 
persuasive. 

4. In response to applicants' arguments against the embodiments of Kunita 
individually, one cannot show nonobviousness by attacking references individually 
where the rejections are based on combinations of references. See In re Keller, 642 
F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 
USPQ 375 (Fed. Cir. 1986). 
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The test for obviousness is what the combined teachings of the references would 
have suggested to one of ordinary skill in the art, and all teachings in the prior art must 
be considered to the extent that they are in analogous arts. MPEP 2143.01 (II) 

The failings of the embodiment (11-1) of Kunita pertaining to the use of N-imides 
have been acknowledged and addressed in the rejection above. However, Kunita also 
teaches that the reason for using the specific Y' 1 groups is because they cause a strong 
interaction with the phenolic hydroxyl group (column 31 , lines 60-65), further teaching 
that the monovalent nitrogen compounds used in the embodiment (1-1) are used 
because they have a strong interaction with the phenolic hydroxyl group (column 30, 
lines 13-18) which results in a film with a high density and an improved image recording 
material (column 30, lines 18-27). Clearly one having ordinary skill in the art would 
recognize that using monovalent nitrogen compounds as the Y' 1 group would have the 
same effect and would reasonably expect to achieve the same film with high density 
and the same improved image recording material. See MPEP 2143.02. 

5. Applicants argue (on page 24) that the substituted imide of the modified polymer 
of Kunita is not covalently bound to the oxygen atom of the phenolic polymer. However, 
as clearly shown in the compound ll-(1), XY'Z' is bound to the oxygen atom. 

6. Applicants' argument that there is no adjacent hydroxyl group in the polymer is in 
error since the linking group clearly allows for phenolic hydroxyl groups. See column 6, 
lines 1-10 

7. Applicants' argument that 'the law requires, in order to justify an obviousness 
rejection of a composition of matter claim, that the prior art must teach a method of 
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making the claimed composition' is not understood, as the Examiner is unaware of any 
such law. Clarification from Applicants is requested. In response to this argument, 
however, the test for obviousness is not whether the features of a secondary reference 
may be bodily incorporated into the structure of the primary reference; nor is it that the 
claimed invention must be expressly suggested in any one or all of the references. 
Rather, the test is what the combined teachings of the references would have 
suggested to those of ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA1981). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joshua D. Zimmerman whose telephone number is 571- 
272-2749. The examiner can normally be reached on M-R 8:30A - 6:00P, Alternate 
Fridays 8:30A-5:00P. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Judy Nguyen can be reached on 571-272-2258. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Examiner 
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